REMARKS 



This paper is responsive to a Final Office Action mailed April 
29, 2008. Prior to this response, claims 1-14 and 27-40 were pending. 
After amending claims 1, 6, 9, 14, 27, 32, 35, and 40, and canceling claims 
2-5 and 28-31, claims 1, 6-14, 27, and 32-40 remain pending. 

In Section 3 of the Office Action claims 1, 10-13, 27, and 36- 
39 have been rejected under 35 U.S.C. 103(a) as unpatentable with 
respect to the specification of the instant application ("APA") in view of 
Carsten Herpel, "Elementary Stream Management in MPEG-4" 
("Herpel"). With respect to claims 1 and 27, the Office Action 
acknowledges that the APA fails to disclose retrieving MPEG-4 resources 
in response to accessing the address and decoding the MPEG-4 resources. 
The Office Action states that Herpel discloses encapsulating MPEG-4 
streams in an MPEG-2 TS and retrieving MPEG-4 resources in response 
to accessing the address and decoding the MPEG-4 resources. The Office 
Action states that it would have been obvious to incorporate the teachings 
of Herpel into the APA to efficiently deliver MPEG-4 content based upon 
MPEG-2 TS by using existing ATSC MPEG-2 methodologies. This 
rejection is traversed as follows. 

The APA presents details of conventional MPEG-4 and 
MPEG-2 protocols. 

Beginning on page 319, Herpel discloses a system decoder 
model (SDM), which is used to specify the behavior of a receiving MPEG-4 
terminal. In Section IV C (page 321) Herpel states that MPEG-2 TSs may 
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be used to encapsulate MPEG-4 streams. Three approaches are presented 
on page 322 for encapsulating MPEG-4 streams in an MPEG-2 TS, they 
are: 1) Single Stream Encapsulation; 2) FlexMux Stream Encapsulation; 
and, 3) Digital Storage Media. 

In Section II-A, Herpel discloses OD components. As clearly 
stated by Herpel in the first paragraph under Section II (page 315, column 
2), Herpel is describing an MPEG-4 system. This description is similar to 
the Applicant's explanation of Fig. 1. 

Claim 1 has been amended to include the subject matter of 
claims 2-5 (now canceled). Claim 27 has been amended to include the 
subject matter of claims 28-31 (now canceled). 

Generally, neither the APA nor Herpel disclose a process of 
accessing an address to retrieve MPEG-4 resources. Alternately stated, 
the APA discloses no means of recovering MPEG-4 resources from an 
MPEG-2 TS. Herpel discloses 3 approaches to encapsulating MPEG-4 
streams from an MPEG-2 TS, but no means of recovering MPEG-4 data in 
an MPEG-2 TS using a lid URL More explicitly, neither the APA nor 
Herpel discusses the use of a lid component in an MPEG-2 TS to provide a 
binding name and access scheme to objects in an ATSC TSFS, or a lid 
embedded in an IOD to locate a BIFS scene descriptor stream and object 
descriptor stream. Further, the APA and Herpel do not disclose an ATSD 
TSFS organized in a hierarchical directory structure. 

An invention is unpatentable if the differences between it 
and the prior art would have been obvious at the time of the invention. As 
stated in MPEP § 2143, the KSR International Co. u Tele flex Inc. decision 
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(82 USPQ2d 1385, 1395-1397, 2007) suggests 7 exemplary rationales to 
support a conclusion of obviousness, which include: 

A) Combining prior art elements according to known methods 
to yield predictable results; 

B) Simple substitution of one known element for another to 
obtain predictable results; 

C) Use of known technique to improve similar devices 
(methods, or products) in the same way; 

D) Applying a known technique to a known device (method, 
or product) ready for improvement to yield predictable results; 

E) "Obvious to try" - choosing from a finite number of 
identified, predictable solutions, with a reasonable expectation of success; 

F) Known work in one field of endeavor may prompt 
variations of it for use in either the same field or a different one based on 
design incentives or other market forces if the variations are predictable 
to one of ordinary skill in the art; 

G) Some teaching, suggestion, or motivation in prior art 
would have lead one of ordinary skill to modify the prior art reference or 
the combine prior art references teachings to arrive at the claimed 
invention. 

The Office Action states that modifications to the APA would 
have been obvious to one of ordinary skill in the art in light of Herpel. 
This rejection appears to be most closely grounded in the G) rationale - 
Some teaching, suggestion, or motivation in prior art would have lead one 
of ordinary skill to modify the prior art reference or the combine prior art 
references teachings to arrive at the claimed invention. 
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With respect to this rationale, MPEP 2143 (G) states that the 
rejection must articulate the following criteria to resolve the Graham 
factual analysis: 

(1) a finding that there was some teaching, suggestion or 
motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the 
reference or combine reference teachings; 

(2) a finding that there was a reasonable expectation of 

success; and 

(3) whatever additional findings based on the Graham 
factual inquiries may be necessary, in view of the facts of the case under 
consideration, to explain a conclusion of obviousness. 

With respect to the above -referenced first factual analysis 
criteria, the Herpel reference has been combined with the APA based 
upon the assumption that the combination discloses all the limitations 
recited in Applicant's claims 1 and 27. However, even if it would have 
been obvious incorporate Herpel's methodologies into the APA, that 
combination still fails to describe the use of a lid component in an MPEG- 
2 TS to provide a binding name and access scheme to objects in an ATSC 
TSFS, or a lid embedded in an IOD to locate a BIFS scene descriptor 
stream and object descriptor stream. Further, the combination of the APA 
and Herpel do not disclose an ATSD TSFS organized in a hierarchical 
directory structure, as recited in claims 1 and 27. Claims 10-13, 
dependent from claim 1, and claims 36-39, dependent from claim 27, enjoy 
the same distinctions. 
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The Office Action states that it would have been obvious to 
apply the features of Herpel to the APA for efficiently delivering MPEG-4 
content based upon MPEG-2 TS by using existing ATSC MPEG-2 
methodologies. However, the desire for efficiency does not suggest an 
actual means of accomplishing this task. In the Response to 
Arguments Section (page 13), the Office Action states that references are 
evaluated by what they suggest to one versed in the art, and that a 
conclusion of obviousness may be made from common knowledge without 
any specific hint or suggestion in a citing reference (citing In re Bozek). 
However, no evidence has been provided in the Office Action that one 
versed in the art would find the limitations of claims 1 and 27 obvious. 

That is, the obviousness rejection must provide evidence that 
such a modification would have been obvious to one with skill in the art 
based upon what was well known at the time of the invention. "(A)nalysis 
[of whether the subject matter of a claim would have been obvious] need 
not seek out precise teachings directed to the specific subject matter of the 
challenged claim, for a court can take account of the inferences and 
creative steps that a person of ordinary skill in the art would employ." 
KSR Int'l Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1740-41, 82 USPQ2d 1385, 
1396 (2007). However, if the prima facie rejection is supported by what 
was known by a person of ordinary skill in the art then additional 
evidence should have been provided. Notable, when the source or 
motivation is not from the prior art references, "the evidence" of motive 
will likely consist of an explanation or a well-known principle or problem- 
solving strategy to be applied". DyStar, 464 F.3d at 1366, 80 USPQ2d at 
1649. 
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The only principle or problem- solving strategy mentioned in 
the Office Action is "efficiency". The Office Action does not supply 
evidence that it was well known at the time of the invention to embed 
MPEG-4 resources in an MPEG-2 stream, or that an ATSC TSFS can be 
organized in a hierarchical directory structure. Further, the Office Action 
does not supply evidence that it would have been well known to embed a 
lid component in an MPEG-2 TS to provide a binding name and access 
scheme to objects in an ATSC TSFS, or to use a lid embedded in an IOD to 
locate a BIFS scene descriptor stream and object descriptor stream. 

A prima facie analysis of motivation is especially critical in 
the present circumstances since the rejection is predicated on limitations 
that are not explicitly disclosed in the prior art references. The claimed 
invention can only be obvious if an artisan makes substantial 
modifications to the APA. However, there is nothing in the Herpel 
reference that suggests a modification. Further, no evidence has been 
provided that such a modification would have been obvious based upon 
well known principles. 

With respect to the second analysis criteria needed to 
support the G) obviousness rationale, even if an artisan were given the 
APA and Herpel references as a foundation, no evidence has been 
provided to show that there is a reasonable expectation of success in the 
claimed invention. That is, there can be no reasonable expectation of 
success if the references, and what was known by artisan at the time of 
the invention, do not teach all the limitations of the claimed invention. 
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In summary, the Applicant respectfully submits that a prima 
facie case of obvious has not been supported since the combination of the 
APA and Herpel does not explicitly disclose every limitation of claims 1 
and 27. Neither has a case been supported that the APA can be modified 
to supply the missing limitations in view of Herpel, or what was well 
known by a person of skill at the time of the invention. Therefore, the 
Applicant requests that the rejection of claims 1, 10-13, 27, and 36-39 be 
removed. 

In Section 4 of the Office Action claims 2-9, 14, 28-35, and 40 
have been rejected under 35 U.S.C. 103(a) as unpatentable with respect to 
the specification of the APA in view of Herpel and Waki et al. ("Waki"; EP 
1045564). The Office Action acknowledges that the APA and Herpel fail 
to disclose the use of a URI, but that Waki discloses such a local identifier, 
and that it would have been obvious to incorporate the teaching of Waki 
into the APA and Herpel for an easy access and retrieval of objects. This 
rejection is traversed as follows. 

Regarding the subject matter of claims 2-3 and 28-29, the 
Applicant can find no mention of the term "URI" or even the phrase "local 
identifier" in the Waki disclosure. Therefore, Waki does not mention 
locating a lid URI in an MPEG-2 TS, or using the lid to retrieve MPEG-4 
resources. Regarding the subject matter of claims 4 and 30, the Office 
Action states that Waki discloses a lid URI embedded in an IOD to locate 
BIFS scene descriptor and object descriptor streams, citing [0016-0026]. 
However, the cited paragraphs describe the MPEG-2 standard. Further, 
the cited paragraphs do not mention the terms "lid", "URI", "IOD", "BIFS 
scene descriptor stream", or "object descriptor stream". 



SLA1325.1_response3.doc 



15 



Regarding the subject matter of claims 5 and 31, the Office 
Action states that Waki discloses MPEP-4 resources in a hierarchical 
directory structure, citing [0006-0042]. Paragraphs 0006-0045 describe 
the MPEG-2 protocol and a "Conventional Reception Apparatus". Waki 
does not mention MPEG-4 resources organized in a hierarchical protocol. 

Therefore, even if Waki is combined with the APA and 
Herpel, the combination does not explicitly disclose these limitations. 

There is no evidence presented that Waki suggests that the 
APA or Herpel can be modified in such a way as to make obvious the 
limitations of locating a lid URI in an MPEG-2 TS, since Waki does not 
teach this limitation. More explicitly, no evidence has been provided that 
Waki suggests use of a lid component in an MPEG-2 TS to provide a 
binding name and access scheme to objects in an ATSC TSFS, or a lid 
embedded in an IOD to locate a BIFS scene descriptor stream and object 
descriptor stream. Finally, no evidence has been provided that Waki 
suggests an ATSD TSFS organized in a hierarchical directory structure 

Neither has any evidence been provided that modification to 
the APA and Herpel would have made the limitations of claims and 27 
obvious, based upon what was well known in the art at the time of the 
invention. Finally, no evidence has been provided that the combination of 
the APA, Herpel, and Waki show a reasonable expectation of success in 
the claimed invention. 

In summary, the Applicant respectfully submits that a prima 
facie case of obvious has not been supported, and the Applicant requests 
that the rejection of claims 6-9, 14, 32-35, and 40 be removed. 
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It is believed that the application is in condition for 
allowance and reconsideration is earnestly solicited. 



Date:. 
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